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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name

Warner Bros. Entertainment Inc.

Granted to Date
of previous ex-

12/02/2015

tension
Address 4000 Warner Blvd.

Burbank, CA 91522

UNITED STATES
Correspondence Warner Bros. Entertainment Inc.
information 4000 Warner Blvd.

Burbank, CA 91522
UNITED STATES

avis.frazier-thomas@warnerbros.com Phone:8189544956

Applicant Information

Application No

86202212

Publication date 08/04/2015

Opposition Filing
Date

12/02/2015

Opposition Peri- 12/02/2015

od Ends

Applicant

TREASURY WINE ESTATES AMERICAS COMPANY

610 Airpark Road
Napa, CA 94558
UNITED STATES

Goods/Services Affected by Opposition

Class 033. First Use: 2004/00/00 First Use In Commerce: 2004/00/00
All goods and services in the class are opposed, namely: wines

Grounds for Opposition

False suggestion of a connection

Trademark Act section 2(a)

Priority and likelihood of confusion

Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 1836849 Application Date 11/19/1992

No.

Registration Date | 05/17/1994 Foreign Priority NONE
Date

Word Mark TASMANIAN DEVIL

Design Mark

Description of

NONE



http://estta.uspto.gov

Mark

Goods/Services

Class 025. First use: First Use: 1988/08/01 First Use In Commerce: 1988/08/01
T-shirts and dorm shirts

U.S. Registration | 1998467 Application Date 12/27/1995

No.

Registration Date | 09/03/1996 Foreign Priority NONE
Date

Word Mark TASMANIAN DEVIL

Design Mark

Description of
Mark

NONE

Goods/Services

Class 028. First use: First Use: 1982/06/01 First Use In Commerce: 1982/06/01

toys, games, and sporting goods, namelyaction figures and accessories there-
for; plush toys; balloons; bathtub toys; ride-on toys; card game equipment sold
as a unit; toy vehicles; dolls; flying discs; electronic hand held game unit; game
equipment sold as a unit for playing a board game, a card game, a manipulative
game, a parlor game, a parlor-type computer game, an action type target game;
video and computer game cartridges; video and computer game programs, cart-
ridges, and cassettes; video output game machines; jigsaw, manipulative, and
cube puzzles; paper face masks; costume mask; skateboards; ice skates; water

squirting toys;balls, namely playground balls, soccerballs, sportballs, baseballs,
basketballs; baseball gloves; swimming floats for recreational use; kickboard
flotation devices for recreational use; surfboards; swim boards for recreational
use; swim fins; Christmas tree ornaments

U.S. Registration | 1846790 Application Date 11/19/1992

No.

Registration Date | 07/26/1994 Foreign Priority NONE
Date

Word Mark TAZ

Design Mark

Description of NONE

Mark

Goods/Services Class 025. First use: First Use: 1988/08/01 First Use In Commerce: 1988/08/01
T-shirts
U.S. Registration | 2130049 Application Date 09/05/1996
No.
Registration Date | 01/20/1998 Foreign Priority NONE
Date
Word Mark TAZ
Design Mark
Description of NONE

Mark

Goods/Services

Class 025. First use: First Use: 1988/08/01 First Use In Commerce: 1988/08/01

clothing for men, women, and children, namely, sweatshirts, [ jogging suits,
trousers, ] jeans, shorts, [ tank tops, rainwear, cloth bibs, skirts, blouses,
dresses, suspenders, sweaters, ] jackets, [coats, raincoats, snow suits, ties,
robes, ] hats, caps, [ sunvisors, belts, scarves, ] sleepwear, pajamas, [ lingerie,]
underwear, boots, shoes, sneakers, sandals, [ booties, ] slipper socks, [ swim-
wear, ] and masquerade and Halloween costumes and masks sold in connection




therewith

U.S. Registration | 3168693 Application Date 01/10/2006

No.

Registration Date | 11/07/2006 Foreign Priority NONE
Date

Word Mark TAZ

Design Mark

Description of NONE

Mark

Goods/Services Class 028. First use: First Use: 1995/01/17 First Use In Commerce: 1995/01/17

Toys and sporting goods, including games and playthings--namely, [ action fig-
ures and accessories therefor; plush toys;balloons; bathtub toys; ride-on toys;
equipment sold as a unit for playing cardgames; toy vehicles; dolls; flying discs;
electronic hand-held game unit; game equipment sold as a unit for playing a
board game, a card game, a manipulative game, a parlor game and an action
type target game; jigsaw and manipulative puzzles; paper face masks; skate-
boards; ice skates; water squirting toys; ] balls--namely, playground balls, [ soc-
cer balls, baseballs, ] basketballs, [ bowling balls; baseball gloves; swimming
floats for recreational use; kickboard flotation devices for recreational use; surf-
boards; swim boards for recreational use; swim fins; toy bakeware and toy cook-
ware; toy banks; ] toy snow globes; and Christmas tree ornaments

Attachments 78788901#TMSN.png( bytes )
TAZ.TasmanianDevil.pdf(72389 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /AVIS FRAZIER-THOMAS/
Name Warner Bros. Entertainment Inc.
Date 12/02/2015




IN THE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORETHE TRADEMARK TRIAL AND APPEAL BOARD

In re OppositionNo. 86/202212for the markTAZ filed February 24, 2014 and published
August 4, 2015

WARNER BROS.ENTERTAINMENT INC.

Opposer

V. Opp. No.
TREASURY WINE ESTATES AMERICAS COMPANY CORPORATION

Applicant

NOTICE OF OPPOSITION
Opposer Warner Brogntertainmentinc. believesit will bedamagedoy the issuance

of a registratiorior the abovereferencedmark and hereby opposes theferenced
application pursuantto Section13 ofthe TrademarkAct of 1946, 15 U.S.C. §106Section
14 of theTrademarkAct of 1946, 15 U.S.C. 81064As groundsfor the opposition
Opposerallegesthat:

1. Opposeis the owner ofll rights, title andinterestin andto afamily of marksthat
includethe wordsTAZ (sometimesreferred to as TASMANIANDEVIL) andvarious
distinctive cartooncharacterdesignmarks("Opposer'd§’AZ Marks"),

2. Opposer'sTAZ Marks havebeenusedextensivelyon awide variety of goods and
servicesincluding, amongother things, food andeverageproductscups andjlasses,
bottles, cup holderd)VDs and videosgentertainmenservices,clothing,toys andgames,
wrist watches jewelry, flash drives, cell phonecasespens angencils,sporting goods,

and automotiveproducts,

TECH/1395968..



3. TheTAZ Mark andother LOONEY TUNES markshave beenusedon many
occasionsin connectionwith goods andgervicesdirectedto children or minors, including
food andbeverageproducts owservicessuchasthe HAPPY MEALS food and drinks
offeredto children by McDonaldswhich operateghe world’s largesnetwork of
franchised restaurantsSeefor example,

http://www.youtube.com/watch?v=Q0vz5mMM/o and

http://www.ebay.com/itm/LooneV¥unesMcdonaldsTASMANIAN -DEVIL -TazFlash

MIP-/171067356132#ht 2926W804

4. Someof themotion picturesin which the TASMANIAN DEVIL markshavebeen
displayedhaveled to licensing opportunitiesin the food andbeveragefield,
http://www.ebay.com/itm/199&paceJanmtLooneyTunesMcDonaldsHappyMeal Toy-

CompleteSetLoose/130913138286#h811wt 1018.

5. For more than 6QearsOpposer hasmvestedsubstantialsumsin advertisingand
promotingits TASMANIAN DEVIL Marks andn insuring that the marks aselitablefor
useon wholesomechild friendly products.

6. As aresult of Opposer'successfukefforts to enhance théame andgoodwill
symbolizedby its TASMANIAN DEVIL Marks, numerouscompanieshave sought and
obtainedlicensesto usethosemarks.

7. The Patentand TrademarlOffice has recognized Opposeresxclusiveright to use
its TASMANIAN DEVIL Marks by issuingseveralregistrations,including thefollowing.

e RegistrationNo. 1,836,849,TASMANIAN DEVIL in Class25, issuedon May 17,
1994

e RegistrationNo. 1,998,467, TASMANIAN DEVIL in Class28,issuedon
September 31996

TECH/1395968..


http://www.youtube.com/watch?v=QOvz5mMNuWo
http://www.ebay.com/itm/Loonev-Tunes-Mcdonalds-TASMANIAN-DEVIL-Taz-Flash-
http://www.ebay.com/itm/Loonev-Tunes-Mcdonalds-TASMANIAN-DEVIL-Taz-Flash-
http://www.ebay.com/itm/1996-Space-Jam-Looney-Tunes-McDonalds-Happy-Meal-Toy-
http://www.ebay.com/itm/1996-Space-Jam-Looney-Tunes-McDonalds-Happy-Meal-Toy-
http://www.ebay.com/itm/1996-Space-Jam-Looney-Tunes-McDonalds-Happy-Meal-Toy-

* RegistrationNo. 1,846,790,TAZ in Class25,issuedon July 26,1994
* RegistrationNo. 2,130,049,TAZ in Class25,issuedon January 201998

* RegistrationNo. 3,168,693, TAZ in Class28,issuedon November 72006

8. Theseregistrationsfor theTA% and TASMANIAN DEVIL Marks arevalid and
subsistingandsomeare incontestable Accordingly, they provide primdacie and
conclusive evidencef Opposer's ownershipf theTAZ andTASMANIAN DEVIL

Marks, and ofits exclusiveright to usethe marksn commerce.

9. Sincelong priorto anyfirst usedatethat Applicant may claim, Opposer'SSAZ
andTASMANIAN DEVIL Markshavebeenwidely publicized anchavebecomewell-
knownand famoussymbolsof Opposer's valuablgoodwiill.

10. Because of thstrengthandfame of Opposer'sTAZ and TASMANIAN DEVIL
Marks theyhavebecome indelibly linkedn the minds of the publicwith Opposer.

11. Opposer'sTAZ and TASMANIAN DEVIL Marks havebeenusedextensively
with the TASMANIAN DEVIL designmarks,which werefirst usedin connectionwith
animatedproductionsin the early 1950s.

12. Sinceatleastthe 1950s, théameof theTAZ and TASMANIAN DEVIL Marks
has been enhanceynificantly through continuousisein connectionwith highly popular
animatedproductions and motion pictures, includingpviesthat havefeaturedsuchwell

knowncelebritiesasMichael Jordan.

TECH/1395968..



LIKELIHOOD OF CONFUSION §2(d)

13. The markthat Applicant seeksto registeris identical to or so resembleOpposer'sviark
that theuseandregistration thereok likely to causeconfusion,mistakeand deceptiorasto the
source or origin ofApplicant'sgoods andvill injure anddamageOpposerand the goodwill and
reputation symbolized by Opposeiark.

14. Applicant*s goods areso closely relatedto the goods andservicesof Opposer thathe
public is likely to be confusedto be deceived, anth assumeerroneously thafpplicant'sgoods
are those of Opposer, trat Applicant hasbeenlicensedto usethe mark TAZ by Opposer, othat
Applicant is in someway connectedwith, sponsored by, aaffiliated with Oppose.

15. Likelihood of confusionis enhancedy thefact thatthe parties'marksare identical.

16. Likelihood of confusionis enhancedoy thefact thatthe parties'goods andervicesare
closely related.

17.Likelihood of confusionis enhancedy thefact thatconsumersarelikely to believethat
Applicant is usingits allegedmark pursuanto alicensefrom Opposer.

18 Applicant hasneversoughtanylicenseto useOpposer'snarks TAZ and TASMANIAN
DEVIL.

19 Likelihood of confusionmay be presumedn light of thefact that Applicantobviously
adoptedan imitation of Opposer'$lark with prior knowledge ofOpposer'sMark andwith an

intent to causeconfusion ando capitalizeon the popularityof Oppose’sMark.

TECH/1395968..



20. Applicantis not affiliated or connectedwith or endorsed or sponsorégt Opposernor
has Opposer approveahy of the goods offered @old by Applicant under thenark TAZ nor
has OpposegrantedApplicant permissionto usesaid mark.

DECEPTION/FALSE SUGGESTIONOF CONNECTION 82(a)

21. Applicant'smarkso closely resemble©pposer'sark thatit is likely to causeleception
in violation of Section2(a) of theTrademarkAct, in that the mark misdescribeghe natureor
origin of theservices,purchasers arkely to believethat the misdescriptioactually describes
the nature oorigin of theservices,andthis is likely to materially alter purchasers' decisior®
acquire Applicant'sgoods orservices.

22. Applicant'sallegedmark soclosely resemble®Opposer'$lark thatit falsely suggestsa
connectionwith Opposerin violation of Section2(a) of theTrademarkAct, becauséApplicant's
allegedmark points uniquely to Opposer, and purchaseits assumehat servicessold under
Applicant'sallegedmark are connectedith Opposer.

23. When Applicant'salleged markis usedon goods of théype describedn its application,
Applicant'sallegedmark will causepurchaserso buy Applicant'sgoods orservicesbasedon
themistakenassumptionthat Opposers endorsingattemptingto promote, or encouraginthe
saleof Applicant'sservicesby permitting Applicantto usesaid mark.

24. Applicant'sallegedmark is deceptivein that it falsely suggestsa connectionwith, or
approval byOpposer.

25.Useand registratiorby Applicant of the mark TAZ will depriveOpposer of thability to
protectits reputation, persona argbodwill.

AFDOCSN04507%.1



26. By reasonof the foregoing, Opposevill be damagedby theregistrationof Applicant's
alleged mark andregistrationshould beefused.
WHEREFORE Opposerpraysthatthis opposition besustainedandthat registrationbe

denied.

WARNER BROS ENTERTAINMENT, INC.

TECH/1395968..



30. The goods of Applicantareso closely relatedto the goods of Opposéhatthe
publicis likely to be confusedto bedeceived,andto assumeerroneously thaf\pplicant's
goods are those of Opposertbat Applicant hasbeenlicensedor otherwise authorized to
usethemark TASMANIAN DEVIL by Opposer, othat Applicantis in someway
connectedwith or sponsored by affiliated with Opposer.

31. Likelihood of confusions enhancedn this caseby thefame of Opposer's
TASMANIAN DEVIL Marks and by théact that consumersassociatehem with goods
andservicessold, approved or endorsed Gpposer.

32. Likelihood of confusionis enhanced by thact that Applicant'sgoods areclosely
relatedin natureto thosesold by Opposer.

33. Likelihood of confusioris further enhancedecausdhe marksareidentical and
Applicantis using another oDpposer'snarks, TAZ, to deceivecustomersnto believing
that Opposer has approvégpplicant'sgoods andservices.

DECEPTION/ FALSE SUGGESTION OF CONNECTION- §2(a)

34. As aseparategroundfor Opposition, Opposeallegesthat Applicant'sallegedmark
is deceptiveor that it falsely suggestsa connectiorwith Opposerin violation of 'Section
2(a) ofthe TrademarkAct.

35. Applicant'sallegedmarkis identicalto Opposer'sTASMANIAN DEVIL Marks
and, thereforeit is likely to causedeceptionin violation of Section2(@) of the Trademark
Act, in thatthe mark misdescribesthe nature oorigin of the goods, purchasers éikely
to believethatthe misdescriptionactually describes th@atureor origin of the goods, and

thisis likely to materially alter purchasers' decisione acquireApplicant'sgoods.

TECH/1395968..



36. Applicant'sallegedmark so closely resemble®OpposerSASMANIAN DEVIL
Marks thatit falsely suggestsa connectiorwith Opposerin violation of Section2(a) of the
TrademarkAct, becauseéApplicant'sallegedmark points uniquelyo Opposer, and
purchaserswill assumethat goodssold underApplicant'sallegedmark are connectedvith
Opposer.

37.When Applicant'sallegedmarkis usedon goods of théype describedn its
registration,Applicant'salleged markwill causepurchaserso mistakenlyassumehat
Opposeris endorsing,attemptingto promote, or encouraging tisale of Applicant'sgoods
by permitting the markTASMANIAN DEVIL to beusedon suchgoods.

38. Applicant'smark is deceptivein thatit falsely suggestsa connectionwith, or
approvalby, Opposer.

39. Applicant hasieversought nor obtainedleensefrom Opposer andegistrationof
TASMANIAN DEVIL by Applicant will deprive Opposer of thability to protectits
reputation, persona argbodwill.

40. Likelihood ofdamageto Opposer's goodwiis enhancedoy thefact thatuseof
Applicant'smark poses ask of injury to childrenwho aremore easily confused and
prospective customensho are offendedby useof achild-friendly marklike
TASMANIAN DEVIL on alcoholic beveragesr who encounterdefectsin the quality of
Applicant'sgoodswill transferthose offendedeelings or attribute thosedefectsto

Opposer andhis will irreparably injure Opposendits reputationand goodwill.

TECH/1395968..



DILUTION- 843(d)

41. As aseparategroundfor opposition, Opposeallegesthat Applicant'sallegedmark
is likely to dilute Opposer'samousTASMANIAN DEVIL Marks through dilution or
tarnishment.

42. For manyyears,Opposer'S§ ASMANIAN DEVIL Marks havebeenwidely used
andextensivelyadvertisedin the United Statesand,therefore thesenamesand marksave
becomewell known and famousasdistinctive symbols ofOpposer'ggoodwill.

43. Opposer'sTASMANIAN DEVIL Marksbecamewell known andfamousbefore
long before Applicanmadeany useof its allegedmark andlong before Applicant applied
to registerits allegedmark.

44. The mark showim Applicant'sapplicationwill causedilution of thedistinctive
quality of Opposer'S ASMANIAN DEVIL Marks.

45. Use or registration of Applicant'sallegedmark will blur Opposer'famous
TASMANIAN DEVIL Marks orlessenthe capacityof thesemarksto identify and
distinguishOpposer'goods andervices.

46. Use andregistration of Applicant'sallegedmark will deprive Opposer of thability
to protectits reputation, persona ampgbodwill.

47. Applicant'suseor registrationof its allegedmark for the gooddisted in its
registrationwill tarnishthe goodwill symbolizedby Opposer'sTASMANIAN DEVIL
Marks.

48. Thelikelihood oftarnishmentesulting fromthe useor registrationof

TASMANIAN DEVIL on analcoholic beveragebecausesuchuseposes a serioussk to

TECH/1395968..



childrenwho may be old enougtio recognize the wordASMANIAN DEVIL buttoo
youngto understandhe differencein the beveragesearing themark.

49. Likelihoodoftarnishments enhanced by thfact that Applicanthasa callous
disregardfor the potential harmthat the useof its mark may causeto childrenin that
Applicant hasselecteda mark that haan appealto minorsin the hope of inducingsuch

underagendividuals to consumeits productsin violation of law.

10
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